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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Registration Nos. 2985751; and 3394514 
 
Dated: August 16, 2005 & March 11, 2008, Respectively 
___________________________________   
Thomas Sköld, )  
 Petitioner )  
  ) 
 v. ) 
  )      Cancellation No. 92052897  
Galderma Laboratories, Inc., ) 

Registrant ) 
___________________________________ )  
 
 

 
REPLY IN SUPPORT OF PETITIONER'S CROSS MOTION FOR  

PARTIAL SUMMARY JUDGMENT 
 

AND 
 

MOTION TO STRIKE 
 

 

Petitioner files herewith a Reply and a Motion to Strike, responsive to 

Registrant's Response in Opposition to Petitioner's Cross Motion for Partial Summary 

Judgment ("Registrant's Opposition"), filed 14 June 2013. 

In Sections B, C, D and E, below, Petitioner seeks to write briefly to highlight a 

few points. For one, Petitioner feels compelled to address, in six short sentences in its 

Section B, Registrant's remarkable assertion that Petitioner's Cross Motion was 

untimely filed. Next, Section C deals with those parts of Registrant's brief that re-hash, 

in many guises (Sections IV and IV.B.), its over-interpretation of "public" use or sales. 

This misstatement of the law has been addressed in Petitioner's Brief in Opposition to 
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Registrant's Motion for Summary Judgment and Cross Motion for Partial Summary 

Judgment ("Petitioner's Opposition", 15 May 2013), but Petitioner concludes that it may 

be useful to add a few words on Registrant's citations, which do not stand for the 

asserted proposition. In Section D, Petitioner notes that the case law cited by Registrant 

misses the mark. Further, in Section E, Petitioner notes that Section IV.B. of 

Registrant's Opposition mis-characterizes the evidence before the Board. 

First, however, in Section A, Petitioner notes that Section III of Registrant's 

Opposition relies upon evidence that is not properly before this tribunal, and should 

therefore be stricken. 

A. Motion to Strike 

Fed. R. Civ. P. 26(a)(1)(A)(iii) calls for providing "a copy—or a description by 

category and location—of all documents, electronically stored information, and tangible 

things that the disclosing party has in its possession, custody, or control and may use to 

support its claims or defenses * * *." The meaning of Fed. R. Civ. P. 26(a)(1)(A)(iii) is 

informed by Fed. R. Civ. P. (a)(3)(A)(iii), which talks of "an identification of each 

document * * * separately identifying those items the party expects to offer and those it 

may offer if the need arises." Moreover, FN 4 of Influence Inc. v. Zuker, 88 USPQ2d 

1859, 1861 (TTAB 2008), clearly indicates that the disclosure will be of documents, not 

broad categories of documents. 

Thus § 26(a)(1)(A)(iii) would have a party submit useful itemized information 

about documentary evidence. The "major purpose of the [1993] revision" to "accelerate 

the exchange of basic information about the case and to eliminate the paper work 

involved in requesting such information." Notes of Advisory Committee on Rules—1993 
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Amendment (re subdivision (a) of § 26). Consistent with that purpose, Petitioner submits 

that the 11th hour disclosure of Registrant's evidence of international trademark filings 

described on p. 5 of Registrant's Opposition is too late. 

Exhibits 1 and 2 hereto are, respectively, Registrant's Rule 26(a)(1) disclosures 

and first amended such disclosures. Exhibit 2 is representative in stating the following 

generality, devoid of any useful information for evaluation: 

2. The following categories of documents are In Registrant's possession 

at its offices, other locations owned or controlled by Registrant, or the 

offices of its counsel and may be used to support Registrant's claims 

and defenses: 

a. Documents regarding the registration of Registrant's 

RESTORADERM marks; * * * 

This lack of substantive compliance is further reflected in Registrants responses to 

requests for production attached hereto as Exhibits 3 – 5. It has been clear that 

Registrant would be utilizing this kind of evidence since it received Petitioner's Request 

for Admission No. 1. Registrant's response in its supplemental response (Exhibit 5),  

reads: 

Registrant did not use the term Restoraderm in commerce in 

connection with any product prior to February 28, 2002. 

Response: Subject to and without waiving the general objections, 

Registrant responds as follows: Admitted. 
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That Registrant had a duty to provide itemized documents indicative of the dating  

of foreign filings has been further clear since it made the following reply on 30 April 

2012 to Request for Production No. 6 (Exhibit 3): 

All documents Registrant intends to introduce into evidence in this 

proceeding. 

Response: Registrant objects to this Request under T.B.M.P. 

§414(7) on the ground that a party is not obligated to specify the 

evidence or documents it intends to present in advance of trial. 

Registrant further objects to this Request on the ground that complete 

compliance with "all documents" is unduly burdensome.  

Subject to and without waiving the foregoing objections and the 

general objections, Registrant shall produce appropriate documents as 

described in the Preliminary Statement. 

Not one piece of documentary evidence, or one separately identified summary of 

a document, relevant to priority, was received by Petitioner from Registrant prior to the 

Letter of Intent ("Letter of Intent") attached as Exhibit A to the Declaration of Jake 

DeBoever to Registrant's reply in support for its motion for summary judgment, served 

29 May 2013.  (As that Letter of Intent document is remarkably helpful to Petitioner, he 

does not seek to have it stricken).  

Registrant should not be allowed to selectively dribble out documents it was 

obligated to provide and itemized summary a year ago. Accordingly, Petitioner 

respectfully submits that it is appropriate for Registrant to be barred from using such 

late-disclosed evidence as the trademark registrations. 
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Registrant obviously intended to thumb its nose at the intent of the up-front 

disclosure rules and, even while it developed its case and knew much of the evidence it 

would rely upon, wait to the 12th hour, and "Defendant's Pretrial Disclosures" under Fed. 

R. Civ. P. (a)(3)(A)(iii), to make any meaningful disclosures. Registrant at the start of 

this proceeding asked Petitioner to waive Initial Disclosures. Petitioner declined. 

Registrant has sought by its actions to unilaterally waive Initial Disclosures. The Board 

should act to induce better compliance with the intent of the disclosure rules. 

In refusing to answer Petitioner's Request for Production 6 (Exhibit 3), Registrant 

cited T.B.M.P. §414(7), which states that "a party is not required, in advance of trial, to 

disclose each document or other exhibit it plans to introduce" (emphasis added). The 

operative language in the Board's guidance is "each", obviously contemplating that a 

party may continue to develop its case and not be closed out from using its continued 

efforts at trial. T.B.M.P. §414(7) does not say that Fed. R. Civ. P. 26(a)(1)(A)(iii) is a 

dead letter. If Fed. R. Civ. P. 26(a)(1)(A)(iii) is treated as a dead letter, there should be 

some consequence. Since Registrant's discovery responses indicated that it had no 

evidence of earlier use, it should be bound by that indication. Accordingly, Petitioner 

submits that Section III of Registrant's Opposition, which is exclusively built on this 

improper evidence, should be stricken.1 

B. Asserted Untimely Filing; Section II of Registrant's Opposition 

Registrant asserts that Petitioner's Cross Motion for Partial Summary Judgment 

was untimely. Yet Petitioner's testimony period has not begun. To argue, based some 

                                                 
1
 Moreover, given the lack of Registrant's disclosure, there may be evidence that would 

cast in doubt on assertions in Registrant's Opposition. See, Fed. R. Civ. P. 56(d). 
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abstract theory, that the testimony period began on 2 May 2013 strikes the undersigned 

as remarkably absurd. 37 CFR 2.127(e)(1) recites that its deadline is the first testimony 

period "as originally set or as reset." The Board would hardly want to suffer the waste of 

time of seeing this motion based on substantially the same body of facts when the 

period is officially reset. Moreover, a cross-motion for summary judgment is expressly 

contemplated as a response to a motion for summary judgment. T.B.M.P. §528.03. 

C. Continued, Misleading Recitation of "Public";  
Section IV of Registrant's Opposition 

Registrant's brief does not acknowledge or address Petitioner's strong showing in 

Petitioner's Opposition that a trademark use must be "public" in that it is directed to 

impact on the relevant public. The phrase "open and public", said to be drawn from 

Simmons v. Western Publ'g Co., 834 F.Supp. 393, 397, 31 USPQ2d 1143, 1146 (N.D. 

Ga. 1993), is not remotely to be found there. The citation to McCarthy on Trademarks is 

defeated by the very parenthetical summary that Registrant draws from the citation, 

regarding public use before potential customers. Oddly, Registrant cites  § 19: 118 

(4th ed., 2005) of McCarthy on Trademarks where (in the 2007 release of the 4th ed.) 

that section notes that the primary citation for the asserted point Is McCarthy on 

Trademarks § 19: 115. That Section 19:115 is about sham sales, but includes, as the 

most relevant recitation, the observation that "an initial sale sufficient to furnish a 

foundation for federal registration had to be an 'open and notorious' sale so that some 

member of the purchasing group for whom the goods are intended was aware of the 

availability of the goods and the mark." Id. (emphasis added).  

Here, the appropriate purchasing group was at most 15 companies for the 

services and product Petitioner offered. (See Sköld declaration filed as Ex. 4 with his 



 

 

7 

 

Petitioner's Opposition ("Sköld Declaration") at ¶14; see also Declaration of Jeffrey Day 

("Day Declaration") filed as Ex. 6 with Petitioner's Opposition). Petitioner's evidence 

shows that he promoted his Restoraderm product and formulation services to 20% or 

more of that public. Sköld Declaration at ¶¶4 – 7; Day Declaration at ¶¶4 – 7. The sale 

of such services by Petitioner to Collagenex, Registrant's predecessor in interest, is 

shown for example by the Letter of Intent. 

Registrant's further citations on "public" in its Section IV have been addressed 

(without rebuttal in Registrant's briefs) in Petitioner's Opposition. Registrant's citations in 

its Section IV.B. are much to the same effect as discussed above. The most 

precedential citation is Richardson-Vicks Inc. v. Franklin Mint Corp., 216 U.S.P.Q. 989, 

991-92 (T.T.A.B. 1982). There, Franklin Mint had no real product. There was one token 

shipment, with an alleged "invoice" for $1.27. Petitioner marketed a real product to 20% 

or more of the relevant market, and was paid in seven figures.  

D. Petitioner's "Mode of Action" Document Distinct from the Facts of Cited 
Cases; Section IV.A. of Registrant's Opposition 

It should be clear that Petitioner's business is nothing like the self-service gas 

business in Travelers Petroleum, Inc. v. Selfway Inc., 195 USPQ 578 (T.T.A.B. 1997). 

Petitioner was selling his formulation services and the topical formulation. Thus, when 

he presented the "Mode of Action" document (that is Exhibit E to the Sköld Declaration) 

to 3 of the maximum of 15 relevant U.S. dermatology companies, he was not saying will 

you invest in my future service stations, he was saying you should buy my formulation 

and formulation services. According to the evidence, Petitioner had already made 

product (see, e.g., Day Declaration at ¶5); he did not need investors to launch his 
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business. Collagenex bought the product and services. See, e.g., Letter of Intent; Day 

Declaration at ¶8. 

Duffy v. Charles Schwab & Co., 54 USPQ2d 1820, 1821 (D.N.J. 200) is about  

another party seeking investors to launch its business – and says nothing about the 

current facts.  In the per curiam decision of the Court of Appeals for the Second Circuit 

in American Express Co. v. Goetz, Goetz did not sell credit cards, and was not offering 

some service essential to making credit cards – he was selling his services in promoting 

American Express credit cards, and was not using the mark as a designation of the 

source of those services. 85 USPQ2d 1913 (2008)(slip op. at 8). 

E. Developing a Product; Section IV.B. of Registrant's Opposition 

The Day Declaration states at ¶5 that in "November and December 2001 Sköld 

transported samples of skin-care formulations labeled 'Restoraderm' to Collagenex." 

Collagenex was, as noted earlier in the declaration, located in Newtown, Pennsylvania. 

The Sköld Declaration is to the same effect (¶6). Thus, the characterization of 

"developing a product" made in Section IV.B. of Registrant's Opposition misrepresents 

the evidence. A product was developed and formulated, well prior to the dates set forth 

in Section III of Registrant's Opposition. Sköld as part of his services was offering to 

provide variations of his product, but a product was in hand. 







 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

Exhibit 1 – to Reply in Support of Petitioner's Cross Motion 
(Registrant's Rule 26(A)(1) Disclosures) 
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Exhibit 2 – to Reply in Support of Petitioner's Cross Motion 
(Registrant's First Amended Rule 26(A)(1) Disclosures) 
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Exhibit 3 – to Reply in Support of Petitioner's Cross Motion 
(Registrant's Response to Petitioner Sköld's First Set of Interrogatories and 

Requests for Production of Documents and Things) 
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Exhibit 4 – to Reply in Support of Petitioner's Cross Motion 
(Registrant's Response to Petitioner Sköld's Second Set of Interrogatories and  

Requests for Production of Documents and Things) 
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Exhibit 5 – to Reply in Support of Petitioner's Cross Motion 
(Registrant's Supplemental Response to Petitioner Sköld's First and Second Sets of 

Interrogatories and Requests for Production of Documents and Things) 
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